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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 18 March 2005 have been fully considered but they 
are not persuasive. 

Regarding the argument set forth on the 3 rd line of page 9, the applicant states, 
"at the outset the Applicant respectfully calls the Examiner's attention to the fact that the 
Examiner has given no reason why a person of ordinary skill in the art would be 
motivated to combine the two cited references". This, in fact, is incorrect. The 
Examiner originally stated that distributing advertisements using the method and system 
disclosed by Hite to a cinema instead of a home would have been obvious for the 
reasons given in the original office action, more specifically, for eliminating the need of 
physical distribution of advertisements to cinemas and instead utilizing a server and a 
few regional areas for advertisement distribution to end-point theatres (see the rejection 
of claim 1 in the original office action dated 15 December 2004). For further 
clarification, the Examiner directs the attention of the Applicant to column 7, lines 16-21 
of the Sharkey reference, wherein, the suggestion for motivation is expressly spelled 
out. The Sharkey reference states, "broadcast technologies could eventually eliminate 
physical distribution of film prints and trailers or advertisements before theaters, by 
having them sent and controlled from one main area or from a few regional areas". 
Therefore, the distribution of advertisements that is taught by the Hite reference could 
easily be combined with the Sharkey reference for the reasons discussed above and in 
the original rejection. 
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Regarding the argument set forth on the 8 th line of page 9, the applicant states, 
"No specific reason has been set forth by the Examiner on why Hite is viewed as being 
analogous to the operation of a movie theatre". The examiner is not required to make 
this analogous argument. The operation of the Hite reference serves to distribute 
advertising to home users. The operation of the Sharkey reference is used to motivate 
the distribution of advertisements (using the system as disclosed by Hite) to cinemas 
and is therefore analogous for the aforementioned reasons. 

Regarding the argument set forth on the 9 th line of page 9, wherein the applicant 
states, The Applicant respectfully suggests that the broadcasting business and the 
movie theatre business are separate and distinct disciplines." According to the Sharkey 
reference, this is not so. Column 7, lines 16-21 of the Sharkey reference make note of 
the fact that broadcast technologies would be useful in a theater environment and are 
therefore not separate and distinct disciplines. The Sharkey reference states, 
"broadcast technologies could eventually eliminate physical distribution of film prints and 
trailers or advertisements before theaters, by having them sent and controlled from one 
main area or from a few regional areas". 

2. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
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Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the motivation to 
combine was given according to the knowledge generally available to one of ordinary 
skill in the art and in the Sharkey reference, column 7, lines 16-21 (see the arguments 
above). 

The motivation to combine still stands, and therefore, the original rejection, as 
included below, with claims 5, 12, and 19 cancelled and rolled up into their respective 
independent claims 1, 8, and 15, is maintained. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-4, 6-11, 13-18, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hite et al US patent 5,774,170, cited by examiner, in view of Sharkey 
US patent 5,026,152, cited by examiner. 

Regarding claim 1 , Hite et at disclose an advertising server that has a database 
of advertisements [Fig. 2 & col. 8, line 65 - col. 9, line 12]. Hite et al further disclose a 
distribution controller, associated with the advertising server that causes selected ones 
of the advertisements to be communicated from the advertising server via a network 
and displayed [col. 9, lines 32-37]. Hite et al do not disclose the plurality of 
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geographically distributed displays, associated with a corresponding plurality of theatres 
and coupled via a network to the advertising server, nor do they teach that the 
distribution controller communicates the advertisements to the displays located at 
theatres. Sharkey discloses a system for receiving programming/advertisements [col. 1, 
lines 9-1 1] at the theatre and distributing (with optional special effects) the 
programming/advertisements to a plurality of displays. The claimed plurality of 
geographically distributed displayed, associated with a corresponding plurality of 
theatres and coupled via a network to the advertising server is met by the discussions in 
column 2, line 68 - column 3, line 2 and column 6, lines 25 - 33. Regarding the 
elements that were rolled up into claim 1 from cancelled claim 5, the claimed plurality of 
geographically distributed displays each comprising a local storage unit that locally 
stores selected ones of advertisements is met by the Optional Video Storage Device 
456 [Fig. 5], described in column 14, lines 28-46. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to distribute advertisements to a 
theatre environment instead of distributing to home users, in order to allow for consumer 
directed ads during, before, and after related movies at theatres, with the added benefit 
of eliminating physical distribution, and instead utilizing a server area and a few regional 
areas for advertisement distribution to end-point theatres. 

Regarding claim 2, the Hite et al and Sharkey references disclose all that which 
is discussed above with regards to claim 1 . Hite et al do not disclose that the video 
projectors are adapted to display advertisements on corresponding movie screens of 
the theatres. Sharkey, however, does disclose that projectors are used to display the 



Application/Control Number: 09/816,262 Page 6 

Art Unit: 2614 

movie/advertisement [col. 6, lines 25-33]. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to display the advertisements on projector 
systems, in order to allow standard theatres to display the ads on movie screens 
concurrently or significantly concurrently with the movie or movie trailers. 

Regarding claim 3, the Hite et al and Sharkey references disclose all that which 
is discussed above with regards to claim 1 . The Hite reference further discloses that 
the displays can include video monitors [Abstract]. The Hite reference does not 
expressly point out that the video monitors can be located in the theatres. The Sharkey 
reference, however, teaches that the advertisements are delivered to a plurality of 
theatres. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to deliver the advertisements to video monitors within the theatres, in order to 
allow users who are not currently viewing a movie to watch advertisements on shared 
video monitors, as is well known in the art. 

Regarding claim 4, the claimed advertisements being selected from the group 
consisting of: static, picture-in-picture, audio, animation, multi-segment, and full-motion 
video clips is met by the discussion of audio or video advertisement clips selectable 
from the Ad database [col. 1 0, lines 54-61 ]. 

Regarding claim 6, the claimed distribution controller comprising a reporting 
module that maintains a distribution history for the selected ones of the advertisements 
is met by the discussion of upstream transmission to notify the head-end of executed 
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and/or stored advertisements, in order to maintain a distribution history [col. 5, lines 7- 
27]. 

Regarding claim 7, the claimed distribution controller comprising a copy module 
that allow remote advertisers to provide new advertisements to the database is met by 
the discussion of the reporting agencies that create and send the new commercials to 
the Ad Administration Facility [col. 9, lines 2-12]. 

Regarding claim 8, Hite et at disclose the step of storing a plurality of 
advertisements in a database of advertisements associated with an advertising server 
[Fig. 2 & col. 8, line 65 - col. 9, line 12]. Hite et al further disclose the step of causing 
selected ones of the advertisements to be communicated from the advertising server via 
the network and displayed [col. 9, lines 32-37]. Hite et al do not disclose the step of 
coupling a plurality of geographically distributed displays, associated with a 
corresponding plurality of theatres, to the advertising server via a network, nor do they 
teach that the distribution controller communicates the advertisements to the displays 
located at theatres. Sharkey discloses receiving programming/advertisements [col. 1 , 
lines 9-11] at the theatre and distributing (with optional special effects) the 
programming/advertisements to a plurality of displays. The claimed plurality of 
geographically distributed displayed, associated with a corresponding plurality of 
theatres and coupled via a network to the advertising server is met by the discussions in 
column 2, line 68 - column 3, line 2 and column 6, lines 25 - 33. Regarding the 
elements that were rolled up into claim 8 from cancelled claim 12, the claimed plurality 
of geographically distributed displays each comprising a local storage unit that locally 
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stores selected ones of advertisements is met by the Optional Video Storage Device 
456 [Fig. 5], described in column 14, lines 28-46. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to distribute advertisements to a 
theatre environment instead of distributing to home users, in order to allow for consumer 
directed ads during, before, and after related movies at theatres, with the added benefit 
of eliminating physical distribution, and instead utilizing a server area and a few regional 
areas for advertisement distribution to end-point theatres. 

Regarding claim 9, the Hite et al and Sharkey references disclose all that which 
is discussed above with regards to claim 8. Hite et al do not disclose that the video 
projectors are adapted to display advertisements on corresponding movie screens of 
the theatres. Sharkey, however, does disclose that projectors are used to display the 
movie/advertisement [col. 6, lines 25-33]. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to display the advertisements on projector 
systems, in order to allow standard theatres to display the ads on movie screens 
concurrently or significantly concurrently with the movie or movie trailers. 

Regarding claim 10, the Hite et al and Sharkey references disclose all that which 
is discussed above with regards to claim 8. The Hite reference further discloses that 
the displays can include video monitors [Abstract]. The Hite reference does not 
expressly point out that the video monitors can be located in the theatres. The Sharkey 
reference, however, teaches that the advertisements are delivered to a plurality of 
theatres. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to deliver the advertisements to video monitors within the theatres, in order to 
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allow users who are not currently viewing a movie to watch advertisements on shared 
video monitors, as is well known in the art. 

Regarding claim 1 1 , the claimed advertisements being selected from the group 
consisting of: static, picture-in-picture, audio, animation, multi-segment, and full-motion 
video clips is met by the discussion of audio or video advertisement clips selectable 
from the Ad database [col. 10, lines 54-61]. 

Regarding claim 13, the claimed step of maintaining a distribution history for the 
selected ones of the advertisements is met by the discussion of upstream transmission 
to notify the head-end of executed and/or stored advertisements, in order to maintain a 
distribution history [col. 5, lines 7-27]. 

Regarding claim 14, the claimed step of allowing remote advertisers to provide 
new advertisements to the database is met by the discussion of the reporting agencies 
that create and send the new commercials to the Ad Administration Facility [col. 9, lines 
2-12]. 

Regarding claim 15, Hite et al meet certain parts of the claim as follows: 

• The claimed advertising server having a database of advertisements and 
coupled to the computer network is met by the Ad Administration Facility 
100 [Fig. 2], which is coupled to the network through connection 105. 

• The claimed advertising controller coupled to the computer network that: 
(1) allows advertisers to provide advertisements to the database, (2) 
allows advertisers to specify distribution of the advertisements among the 
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theaters, (3) causes selected ones of the advertisements to be 
communicated from the advertising server via the network and displayed, 
and, (4) maintains a distribution history for the selected ones of the 
advertisements to allow the advertisers to be charged for the distribution is 
met by the Ad Administration Facility 100 [Fig. 2]. The Ad Administration 
Facility allows suppliers to provide ads to the database [col. 9, lines 2-12]. 
It further allows advertisers to specify distribution of the advertisements 
[col. 10, lines 54-61]. The Ad Administration Facility also causes the 
selected ones of the advertisements to be communicated from the 
advertising server via the network and displayed [col. 9, lines 32-37]. 
Finally, the Facility maintains a distribution history for the selected ones of 
the advertisements to allow the advertisers to be charged for the 
distribution [col. 5, lines 7-27]. 

• Regarding the elements that were rolled up into claim 15 from cancelled 
claim 19, the claimed plurality of geographically distributed displays each 
comprising a local storage unit that locally stores selected ones of 
advertisements is met by the Optional Video Storage Device 456 [Fig. 5], 
described in column 14, lines 28-46. 

Hite does not disclose the following: 

• A computer network being used in place of the discussed satellite 
network. 
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• A plurality of geographically distributed displays, associated with a 
corresponding plurality of theatres and coupled to the computer 
network. 

Sharkey discloses receiving programming/advertisements [col. 1, lines 9-11] 
at the theatre and distributing (with optional special effects) the 
programming/advertisements to a plurality of displays. 

• The claimed computer network is met by the discussion of the 
communication between two points [col. 6, lines 25-33]. 

• The claimed plurality of geographically distributed displayed, 
associated with a corresponding plurality of theatres and coupled to 
the computer network is met by the discussions in column 2, line 68 - 
column 3, line 2 and column 6, lines 25 - 33. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to distribute advertisements to a theatre environment over a 
computer network instead of distributing to home users, in order to allow for 
consumer directed ads during, before, and after related movies at theatres, 
with the added benefit of eliminating physical distribution, and instead utilizing 
a server area and a few regional areas for advertisement distribution to end- 
point theatres through a computer network. 
Regarding claim 16, the Hite et al and Sharkey references disclose all that which 
is discussed above with regards to claim 15. Hite et al do not disclose that the video 
projectors are adapted to display advertisements on corresponding movie screens of 
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the theatres. Sharkey, however, does disclose that projectors are used to display the 
movie/advertisement [col. 6, lines 25-33]. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to display the advertisements on projector 
systems, in order to allow standard theatres to display the ads on movie screens 
concurrently or significantly concurrently with the movie or movie trailers. 

Regarding claim 17, the Hite et al and Sharkey references disclose all that which 
is discussed above with regards to claim 15. The Hite reference further discloses that 
the displays can include video monitors [Abstract]. The Hite reference does not 
expressly point out that the video monitors can be located in the theatres. The Sharkey 
reference, however, teaches that the advertisements are delivered to a plurality of 
theatres. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to deliver the advertisements to video monitors within the theatres, in order to 
allow users who are not currently viewing a movie to watch advertisements on shared 
video monitors, as is well known in the art. 

Regarding claim 18, the claimed advertisements being selected from the group 
consisting of: static, picture-in-picture, audio, animation, multi-segment, and full-motion 
video clips is met by the discussion of audio or video advertisement clips selectable 
from the Ad database [col. 10, lines 54-61]. 

Regarding claim 20, the claimed advertising controller causing the selected ones 
of the advertisements to be communicated from the advertising server based on: time of 
day, day of week, season, movie screen sizes in the theatres, and ratings of motion 
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pictures playing in the theatres is met by the discussion of the codes indicating the 
conditions and rules required to display the commercial on column 7, lines 7-11. 



Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael R. Shannon who can be reached at (571) 272- 
7356 or Michael.Shannon@uspto.gov. The examiner can normally be reached by 
phone Monday through Friday 8:00 AM - 5:00PM, with alternate Friday's off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller, can be reached at (571) 272-7353. 



Any response to this action should be mailed to: 

Please address mail to be delivered by the United States Postal Service (USPS) 
as follows: 

Mail Stop 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 2231 3-1 450 

Effective January 14, 2005, except correspondence for Maintenance Fee 

payments, Deposit Account Replenishments (see 1 .25(c)(4)), and Licensing and 

Review (see 37 CFR 5.1(c) and 5.2(c)), please address correspondence to be delivered 

by other delivery services (Federal Express (Fed Ex), UPS, DHL, Laser, Action, 

Purolater, etc.) as follows: 



United States Patent and Trademark Office 
Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Some correspondence may be submitted electronically. See the Office's Internet 
Web site http://www.uspto.gov for additional information. 

Or faxed to: (703) 872-9306 



Hand-delivered responses should be brought to: 



Knox Building 
501 Dulany Street 
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Alexandria, VA 22314 
Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to customer service whose telephone number is (571) 
272-2600. 



Michael R Shannon 

Examiner 

Art Unit 2614 

Michael R Shannon 
June 14, 2005 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



